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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s final
rejection of clains 3-19, all the clains currently pending in

t he application.
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Appel lants’ invention pertains to a service tool (clains
3-18) and nethod (claim19) for nonitoring operation of a
vehi cl e and for diagnosing problens with the operation of the
vehicle. Independent clains 3 and 19, copies of which are
found in an appendi x to appellants’ brief, are representative
of the appeal ed subject matter.

The references of record relied upon by the exam ner in

support of a rejection under 35 U S.C. 8§ 103 are:

Boscove et al (Boscove) 4,796, 206 Jan. 3,
1989
Abe et al (Abe) 4,975, 847 Dec. 4,
1990

Clainms 3-19 stand rejected under 35 U . S.C. 8 103 as being
unpat ent abl e over Abe in view of Boscove.

Reference is made to appellants’ nmain and reply briefs
(Paper Nos. 13 and 15) and to the exam ner’s answer (Paper No.
14) for the respective positions of appellants and the
exam ner regarding the nerits of these rejections.

Opi ni on
Havi ng carefully consi dered appellants’ specification and

clainms, the teachings of the applied references, and the
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respective positions expressed by appellants and the exam ner,
it is our determnation that the standing 8 103 rejection of

clains 3-19 should not be sustained. Qur reasons follow

According to appellants (specification, pages 1-2), it is
conventional in the autonotive service industry to enploy an
auxi liary diagnostic tool known as a scan tool, typically hand
held, to interface with the on-board controller of a vehicle
to aid in diagnosing problens. An alleged problemw th known
scan tools is their inability to accormmpdate a wide variety of
aut onobi | e nodel s without requiring substantial hardware and
software nodification. Appellants’ solution to this alleged
problemis to provide an off-board nmaster controller “to
interface to the scan tool and provide[] sophisticated
updati ng and di agnostic capabilities not feasible to include
in the scan tool itself” (specification, page 3). This
solution is reflected in independent claim3 by clai mlanguage
calling for a service tool conprising (1) an off-board naster
controller having a processor and nenory neans, and (2) a hand

hel d tool having (a) nenory and processing neans, (b) a first
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comuni cation port for interfacing the hand held tool with the
vehicle s on-board controller, and (c) a second comuni cati on
port for interfacing the hand held tool with the off-board
master controller. |Independent clains 16 and 19 contain

sim lar | anguage.

Abe, the examner’s primary reference, pertains to a
di agnosis systemfor a notor vehicle conprising a hand held
conputerized tool 25, a cable 27 for interfacing the tool with
the on-board controller of the vehicle, and a plurality of
menory cartridges 34 that may be individually plugged into a
connector port 33 of the tool. The nenory cartridges include
ROM 41 which stores a plurality of progranms for diagnosing the
on-board controller of the vehicle (colum 3, lines 6-8).
Al t hough not expressly stated, it appears that selection of a
particular menory cartridge is based on the type of diagnostic
test desired and/or the particul ar autonobile nodel being
di agnosed (see colum 2, |lines 18-20; colum 3, lines 49-51).

Boscove relates to a conputer assisted vehicle servicing
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system In an assenbly line environnent, an off-board
technician termnal 100 interfaces wwth a vehicle s on-board
controller 102 and executes prograns that pronpt a technician
to change vehicle states. For each change of vehicle state,
vehi cl e operating paraneters are sensed and conpared agai nst
known good paraneters stored in a data base 104 (colum 2,
lines 9-17). In a service environnent, where nore tine is
avai l able than at the end of an assenbly line, a stand al one
service environnment version of the technician term nal
execut es enhanced versions of the prograns executed in the
assenbly line environnent to provide detection capabilities of
nore vehicle problens (colum 2, lines 18-26). Figure 3
illustrates a technician term nal housed in a console 140
nmount ed on wheels 141 for greater nmobility. Console 140
i ncludes nonitor 142, a keyboard (not shown), a printer 144,
and various drawers for storing cables and the |ike (colum 5,
lines 2-10).

In rejecting the appeal ed clains as bei ng unpatentable
over Abe in view of Boscove, the exam ner concedes that Abe

does not provide an off-board master controller. The exam ner
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cont ends, however, that

[t] he suggestion [teachings?] of the Boscove et al.

patent in at least figure 3-4, 11 and the related

text woul d have notivated one of ordinary skill in

the art to nodify the teaching [systen?] of Abe et

al. by incorporating the off-board controller

i ncludi ng nenory nmeans as taught by Boscove into the

teaching [systenP?] of Abe et al. . . . [Answer,

page 4.]

At the outset, it is not entirely clear to us whether the
exam ner proposes substituting an off-board system of the type
shown in Boscove for the nenory cartridges of Abe, or
suppl ementing Abe’s nmenory cartridges by addi ng an of f-board
systemlike that of Boscove to the systemof Abe. 1In either
case, the examner’s position is not well taken. In brief,
the difficulty we have with the rejection is the failure of
the applied references, taken either singly or collectively,
to teach or suggest a vehicle diagnostic tool that includes
both a hand held tool and an off-board master controller that
are connected together to work in tandem Cearly, the
Boscove system does not include a hand held tool having a
processor and nenory neans. As for Abe, while we appreciate

that the nmenory of the hand held tool thereof is ungraded or

augnented by a selected one of the plurality of nenory
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cartridges 34, we do not regard Abe’'s nenory cartridges as
being akin to, or suggesting the use of, an additional *“off-
board master controller” including a processor and nenory
means, as called for in each of the independent clains on
appeal. Stated differently, we fail to see how the fact that
Abe utilizes a nenory cartridge to upgrade the nmenory of the
hand hel d tool woul d have suggested interfacing Abe’s hand
held tool with an off-board system such as that shown in
Boscove at console 140. From our perspective, one of ordinary
skill in the art would have vi ewed Abe and Boscove as
representing alternative ways of providing a conputerized
vehi cl e di agnostic system rather than teaching or suggesting
the incorporation of features fromone systeminto the other
to enhance perfornmance in the manner set forth in the

rejection.

For the reasons discussed above, we fail to perceive any
t eachi ng, suggestion or incentive which would have | ed one of

ordinary skill in the art to nodify the Abe system by
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i ncorporating an off-board systemlike the console 140 of
Boscove therein, as required by the appeal ed clai nms, other

t han the hindsight provided to one who first views the
appel l ants’ di scl osure. Hindsight reconstruction, however, is
not a proper basis for establishing the obviousness of the
subject matter of clains. See Inre Fritch, 972 F.2d 1260,
1266, 23 USPQ2d 1780, 1784 (Fed. Cir. 1992). It follows that

we will not sustain the standing 8 103 rejection.
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The deci sion of the exam ner is reversed.

Rever sed

| RWN CHARLES COHEN )
Adm ni strative Patent Judge

BOARD OF PATENT
LAVWRENCE J. STAAB

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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